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Directions, conditions, and your professional commitments

This is a twenty-four (24) hour, take-home examination.  You have 24 hours from the time you pick up this examination at the Office of the Registrar to return your completed examination answer back to the Office of the Registrar.   

Once you receive this examination, you may not discuss it with anyone prior to the end of the LLS examination period.  Nor may you discuss the exam at ANY time with any student in the class who has not taken it (in case a student gets a special dispensation to take an exam later).  You may NOT collaborate on this work.  

Professor Hughes permits you to use any and all inanimate resources.  The only limitations on outside resources are those established by the law school for take home examinations.

However, you should NOT do additional factual research for the questions you are given.  The examination’s fact patterns may be based on real circumstances, but they have been changed into hypotheticals and you should treat the “facts” as limited to what you are told in the examination.

Remember that your submitted examination answer MUST have only your LLS ID Number and may not have your name on any pages.  Please make sure that the examination answer has page numbers, preferably with your LLS ID Number AND the page number in the footer on each page.  (This ensures that if any pages get detached, they can be properly credited.)

By turning in your answers you certify that you did not gain advance knowledge of the contents of the exam, that the answers are entirely your own work, and that you complied with all Loyola Law School rules.
The Examination consists of two parts.  Part I is a set of true/false questions.   Part II is an essay problem with a 2,000 word limit. 

The Exhibits appear in a separate insert in the examination envelope.  

GOOD LUCK
I. True/False Questions

(35 points maximum)

This part of the exam is worth 35 points.  Each answer is worth 2 points.  There are 19 questions, so in the same spirit as the LSAT and other standardized tests, you can get one (1) wrong and still get a maximum score (35 points) on this section.   

Please provide your answers to this section as a single column series, numbered 1 to 19, with “T” or “F” beside each number, i.e.

30.
True

31.
False

32.
False

33.
True

This list should come BEFORE your essay answer and BE ON A SEPARATE PAGE FROM YOUR ESSAY ANSWER.  

If you think a question is unclear, you may write a note at the end, but only do so if you believe there is a fundamental ambiguity in the question.

Some general questions
01.

Under the Gimix factors, secondary meaning in a descriptive mark can be established through “the amount and manner of advertising, volume of sales, the length and manner of use, direct consumer testimony, and consumer surveys.”
02.

A “collective mark” means a trademark or service mark used “to certify regional or other origin, material, mode of manufacture, quality, accuracy, or other characteristics of such person’s goods or services” and is never used to “indicat[e] membership in a union, an association, or other organization.” 
03.

If a trademark registrant does not file, between the fifth and sixth year after the registration date, an affidavit under Lanham §8 that the mark is still being used for at least some of the goods or services for which it was registered, the USPTO will automatically cancel the trademark registration.
04.

To determine if a defendant can successfully raise a descriptive fair use under Lanham §33(b)(4), we apply the two part test set out by Judge Kozinski in New Kids on the Block.
05.

Under the second part of the In re Budge test, we ask whether the misdescription in a claimed trademark is likely to affect even a minority of relevant consumers’ decision to purchase the good or service.   
Sudstrom’s Gourmet Ketchup
The high-end department store Sudstrom’s is known for their shoe and cosmetics departments, but they also have a specialty food section.  Recently, Sudstrom’s launched their new “Sudstrom’s Gourmet Ketchup” in the bottle shown in Exhibit A.  At the very top, in small print on the neck of the bottle, it say “SUPRISED?  This is Sudstrom’s Gourmet Ketchup” – and only there. Of course, this product bears an uncanny resemblance to Heinz’s Ketchup, as shown in Exhibit B.   
Heinz has USPTO Registration # 2233574 (23 March 1999) for their bottle design, label, and the words “H.J.HEINZ TOMATO KETCHUP ESDT 1869 57 VARIETIES.”   Heinz has a separate, very old registration for 57 VARIETIES (Registration # 0061051, 5 March 1907).
It is estimated that Heinz annually sells an average of 650 million bottles of ketchup globally; Heinz has roughly 60% of the U.S. retail ketchup market.
06.

Separate from its word marks, Heinz has a strong claim for trademark protection of its packaging trade dress.
07.

If Heinz claimed trademark rights in the shade of bright red of its ketchup, a court would likely declare the color to be “aesthetically function” as that doctrine was described by the Supreme Court in Qualitex v. Jacobson Products (1995).
08.

Under current trademark law, “Heinz” by itself can never be registered under Lanham §2 because it was the surname of the company’s founder, H.J. Heinz.  
09.

Despite Heinz having registered both the name and entire ketchup bottle trade dress in USPTO registration # 2233574, Heinz will not be able to bring a federal dilution action against Sudstrom because Sudstrom did not use the word “Heinz”.
The new contours of Lanham §2
You are a newly hired Trademark Examiner at USPTO and you have been given a dossier of registration applications.  Among the applications are some that may need to be considered in light of the Supreme Court’s decision in Matal v. Tam, 582 U.S. ___ (2017):  
One application is for a brand of outdoor and sports clothing called HILLBILLY FOOL.

Another is for a rock band called THE DEAD TRUMPS.

A third application is for the name of a political commentary radio program called STRAIGHT FROM BUMFUCK, OHIO.  (For what it is worth, the Urban Dictionary defines “bumfuck” as “a town in any low-density population state. Saves you having to remember special spellings or pronunciations of places that people have never heard of anyway.” https://www.urbandictionary.com/define.php?term=bumfuck)
10.

If President Trump, his children, and the Trump Organization file affidavits saying that they have no relationship with the applicant, there may be multiple grounds to refuse registration of THE DEAD TRUMPS under Lanham §2.
11.

While the mark HILLBILLY FOOL cannot be refused registration under §2(a) on the grounds that it would bring people from Appalachia into disrepute or subject them to contempt, it can still be refused under §2(a) on the grounds that it disparages people from rural areas.
12.

If the radio show “Straight from Bumfuck, Ohio” is actually produced in and broadcast from Berkeley, California, the registration of STRAIGHT FROM BUMFUCK, OHIO cannot be refused registration under under §2(a), but may be refused registration under other parts of §2, either permanently or at least until the applicant proves secondary meaning.
MORE GENERAL QUESTIONS . . . 

13.

If BAKERSFIELD CROISSANTS are actually baked in Bakersfield, California, but there is no other evidence of a “goods/place” association between croissants and Bakersfield, the trademark can be registered without any showing of secondary meaning.
14.

Among other things, Blue Bell v. Farah Manufacturing (5th Cir. 1975) stands for the proposition that shipments of goods from company headquarters to the company’s own internal sales force will not constitute a “use in commerce” for purposes of trademark priority.
15.

In a trademark infringement action, if survey evi-dence showed that there was no or almost no consumer confusion when the defendant’s and plaintiff’s trademarks were shown in a side-by-side comparison, this survey would be very weak or irrelevant evidence on the legal question of likelihood of confu-sion. 
16.

Given its fame in Michigan and upstate New York, as well as its fame among truck drivers in the northeastern United States and among trademark lawyers, DAWN DONUTS is eligible for protection under the federal dilution statute. 
17.

In Eva’s Bridal Ltd. v. Halanick Enterprises, (7th Cir. 2011), the court concluded that the amount of control a licensor must exercise over a licensee varies and is largely determined by the licensor’s self-interest, but that ultimately trademark law requires that “decision making authority over quality remains with the owner of the mark.”
18.

A “suggestive” mark is a trademark which brings the characteristics or qualities of the product or service immediately to mind.
19.

In a situation in which customers of the senior mark holder may confusingly believe the senior mark holder is affiliated with, sponsored by, or endorsed by the junior mark holder, the senior mark holder’s claim for trademark infringement should be characterized as “reverse confusion.”  
FUNDAMENTAL AMBIGUITIES?  Note them with your T-F answers!
II.  Essay Question
(65 points total)

[no more than 2,000 words]
This part of the examination has ONE essay problem.  Please make sure that you use 1.5 line or double line spacing and include a header or footer on each page that has both the page number and the exam number.
Please make sure that the essay starts on A SEPARATE PAGE from the true/false section. Be sure to include a total word count for the essay.

Again, you should NOT do additional factual research.  The examination’s fact pattern is based on real circumstances, but the story has been changed and you should treat the “facts” available to you as limited to what you are told in the examination.  Of course, as a good lawyer you may identify additional facts your law firm should learn to analyze the issues fully.
Mint Cookie Monster
You are a new associate in a law firm and working in the firm’s intellectual property group, headed by Mona L. Jaconde.  Ms. Jaconde met today with George Jettison, the general counsel of the Girl Scouts of the United States of America (the “Girl Scouts”). He has an urgent trademark problem.  The Girl Scouts have brought some matters to the firm before, but never an IP issue.
Mona thinks you know a lot about trademark law and, because she’s got to be in San Diego now for meetings, she has assigned you to prepare a memo figuring out the issues.  Giving you her wry smile, she reminds you: really, absolutely no more than 2000 words.  She has a meeting with Mr. Jettison about 30 hours from now; she needs your memo prepping her in 24 hours, absolutely no more.   As she runs out the door, Mona hands you her notes which say the following:

The Girl Scouts of the United States of America (the “Girl Scouts”) is the umbrella organization for the 2.6 million girls and 800,000 adults who participate in Girl Scout “councils” nationwide.   The local chapter is the Girls Scouts of Greater Los Angeles (GSGLA).

Perhaps the Girls Scout’s best known activity is its annual sale of cookies.  Girl Scouts started selling cookies in 1917.  At first, simple sugar cookies were actually baked by Girl Scouts.  In 1936, commercial bakeries were licensed to produce cookies that would be sold nationwide by Girl Scout councils; the number has varied over the years reaching a high of 29 bakers (1948).  In recent years, there have been 2-3 large national bakeries that produce Girl Scout cookies according to specific recipes owned by the Girl Scouts; all such cookies are sold only by Girl Scouts, who maintain control on cookie quality and packaging.    Each year, the Girl Scouts sell over 200 million boxes of cookies.
Girl scout “cookie season” varies a bit in different parts of the country, but is usually early in the year.  For Angelenos, the next GSGLA “Cookie Program” will run from 28 January to 11 March 2018.

As early as 1951, the Girl Scouts introduced a “chocolate mint” cookie into their annual sales program; little changed over the years, the cookie recipe is a round mint-flavored chocolate wafer with a chocolate-based fudge coating [meaning the chocolate coating has oils in addition to cocoa butter].  
In 1959, the “chocolate mint” cookie was renamed “Thin Mint.”   Other types of Girl Scout cookies have come and gone, but Thin Mints have been sold every year since 1959.   Although individual Girl Scout councils can choose among different varieties from the licensed bakers, Thin Mints are considered a “mandatory” variety that must be sold by every council.  See https://www.girlscouts.org/en/cookies/all-about-cookies/Cookie-History.html.   
A current Thin Mints box is shown in Exhibit C; the picture of the Thin Mint cookies from the Girl Scouts website is shown in Exhibit D.
The Girl Scouts acknowledge that Thin Mints are their best selling cookie; BusinessInsider estimates that Thin Mints account for 25% of all Girl Scout cookie sale or approximately $200 million annually.  

In fact, there is some variation in Thin Mints sold.  The Girl Scouts admit that when it comes to Thin Mints, “Girl Scout councils contract with one of two licensed bakers, whose recipes and ingredients may differ slightly. Contact your local Girl Scout council to find out which baker they partner with.”  http://www.girlscouts.org/en/cookies/all-about-cookies/Meet-the-Cookies.html.   BusinessInsider details the slight differences here:  http://www.businessinsider.com/girl-scout-cookies-are-different-in-different-cities-2015-3.
The Girl Scouts obtained a USPTO trademark registration for THIN MINTS in relation to cookies on August 8, 2011 (#4009288); the Girl Scouts subsequently registered the THIN MINTS trademark for ice cream (#4853891 – November 17, 2015) and tea bags (#4998968 -- July 12, 2016). They also have several registrations for GIRL SCOUTS, going back to at least 1984, when they obtained a USPTO registration for GIRL SCOUTS for “Educational Services-Namely, Conducting Programs and Activities for Girls and Young Women to Promote Social, Physical and Intellectual Growth and Development.”  They also have separate USPTO registrations for GIRL SCOUT COOKIE SALE and GIRL SCOUT COOKIE PROGRAM.
In the last couple years, a new cookie company “Goodie Girl” has been garnering attention and sales in the specialty cookie market.  Founded by Shira Berk, a “former New York City-based music marketing exec,” Goodie Girl markets gluten-free cookies. http://www.goodiegirlcookies.com/our-goodie-girl-cookies-story/  
One of their brands is “Mint Slims,” sold in packages as shown in Exhibit E and Exhibit F.   The Goodie Girl Mint Slim cookies themselves are shown in Exhibit G.
Mr. Jettison has just discovered that Goodie Girl applied in May 2017 for a USPTO trademark registration for MINT SLIMS.  The application was published for opposition in the Gazette on 8 August 2017; the application record is at Exhibit H.
Mr.  Jettison wants to know all of Girl Scouts’ options.  He doesn’t know anything about trademark law, but he believes what Ms. Berk and her company are doing is bad for the Girls Scouts cookie program and their iconic THIN MINTS brand.
FINALLY, assume that today’s date is 21 AUGUST 2017 – the day your Trademark class began. 
* * * *

END OF WRITTEN EXAMINATION – EXHIBITS ARE PRINTED
AS SEPARATE UNIT WITHIN THE EXAM ENVELOPE

EXHIBITS  - 
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EXHIBIT A – Sudstrom’s new “Sudstrom’s Gourmet Ketchup”
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EXHIBIT B –  A Heinz Ketchup bottle
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EXHIBIT C
- 
A current Girl Scouts’ THIN MINTS cookie box
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EXHIBIT D – THIN MINT cookies as displayed 



on the Girls Scouts’ website
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EXHIBIT E
-   MINT SLIMS cookies [Package #1] 
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EXHIBIT F
-   MINT SLIMS cookies [Packages #2 and 3]
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EXHIBIT G
- 
Unpackaged “Mint Slims” cookies
EXHIBIT H
- 
Goodie Girl application to register MINT SLIMS
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Word Mark MINT SLIMS

Goods and IC 030. US 046. G & S: Cookies
Services

Standard

Characters Claimed
Mark Drawing Code (4) STANDARD CHARACTER MARK

Serial Number 86275142

Filing Date May 7, 2014

Current Basis 1B

Orig_inal Filing 1B

Basis

g:zui?ggnf” August 8, 2017

Owner (APPLICANT) Goodie Girl Tribeca, LLC LIMITED LIABILITY COMPANY FLORIDA 175

Railroad Avenue Ridgefield NEW JERSEY 07657
Attorney of Record Darren M. Geliebter

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "MINT" APART FROM THE
MARK AS SHOWN

Type of Mark TRADEMARK

Register PRINCIPAL

Live/Dead Indicator LIVE
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